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DETAILED ACTION 

1 . The preliminary amendment filed on September 29, 2006 has been entered. 
Accordingly: 

The specification has been amended; and claims 1-13 have been 
amended. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 2, 3 and 10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 2 (amended), lines 3 and 4, the limitations with phrases "and/or" and 
"is/are" are not recited in definite manned. Rephrasing of the limitations is needed. 

Claim 3 (amended), line 4" selected from group of "should be rephrased as - 
selected from a group consisting of -. 

As each of claims 3 and 10 has similar deficiencies as that discussed above, 
claims 3 and 10 are also rejected. 



4. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that. 
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form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by US 

Patent No.: 5,169,707 (Faykish et al.). 

Regarding claims 1 and 2, Faykish et al. discloses a visible display element 10 

(Figure 1 ) comprising: 

a light scattering plastic element 12 including transparent scatter bodies 
16 embedded in its mass (Figure 1, column 3, lines 47-53); 
the transparent plastic mass including poly carbonate material (Figure 1, 
column 8, lines 20-23; and column 12, lines 50-53);a cover 14 including 
recesses 13; 

Note: The limitation "the recesses may be produced preferably by a 
way of laser processing' has not been given patentable weight. 
Patentability of a product does not depend on its method of production. If 
the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re Thorpe, 777 F.2d 
695, 698, 227 USPQ 964, 966. 

the cover layer 14 being colored - dark or bright being interpreted as 
operational requirement - (Figure 1, claims 10 and 11); the light-scattering 



Application/Control Number: 10/594,877 Page 4 

Art Unit: 2885 

elements 16 being optically integrated into operating system - interpreted 
as the system including the device 10- and being an operating element of 
the device 10 (Figure 1); 

The device 10 capable of being designed as: a combination instrument, a 
multi-dimensional light distributor, a three-dimensional surface structure, 
or a warning sign - Functional language presenting intended uses- (Figure 
1)- 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

7. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No.: 5,169,707 (Faykish et al.).. 

Faykish et al. discloses a visible display element including a cover layer 
overlaying entire surface of the a light scattering element as applied to claim 1 
discussed in section 5 above. However, Faykish et al. does not specifically teach the 



cover layer covering only a part of the light-scattering element. 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the illuminable device of Faykish et al. by providing a 
cover layer covering a portion of the light-scattering element instead of providing the 
cover layer overlaid over the entire surface, since it has been held that rearranging parts 
of a prior art structure involves only routing skill in the art. In re Japikse, 181 F.2d 1019, 
86 USPQ 70 (CCPA 1950). The device disclosed by Faykish et al. would function 
equally well with a cover layer employed for partial covering of the light-scattering 
element. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

P. V. Palmquist (US Patent No.: 2,354,048), Iwata et al. (US Patent No.: 
6,1 1 ,699), Nelson et al. (US Patent No.: 6,1 90,757 B1 ), Etori et al. (US Patent 
No.: 6,348,960 B1 ), Bacon, Jr. Nelson et al. (US Patent No.: 6,548,1 64 B1 ) and 
Mann et al. Nelson et al. (US Patent No.: 7,255,909 B2) 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hargobind S. Sawhney whose telephone number is 571 
272 2380. The examiner can normally be reached on 8:00 AM - 4:30 PM30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Jong-Suk (James) Lee can be reached on 571 272 7044. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Hargobind S Sawhney/ 
Primary Examiner, Art Unit 2885 



